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Continued Examination Under 37 CFR Id 14 

1. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 9/18/06 has been entered. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 32-36, 38, 44 and 45 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Buist (US 6,408282 Bl) in view of Ferstenberg et al (US 5,873,071). 

As per claim 32, Buist discloses a machine-readable medium having instructions to cause 
a machine to perform a method of managing a switchable bilateral electronic negotiation (col. 
21, lines 8-45), the method comprising: facilitating a first active negotiation between a first party 
and a second party, wherein the facilitating the first active negotiation includes exchanging 
multi-attributes offers between the first party and the second party (fig. 25 - best bid and offer 
shovra in order book - first active negotiation between a first and a second party, it is a 
completely electronic negotiation where the user sets the parameters for the multi-attribute offer 
(stock, quantity, price, etc) and the trader responded with a bid which was matched electronically 
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still a negotiation not accepted and it was facilitated though the system); facilitating a first 
inactive negotiation between the first party and a third party, wherein facilitating the first 
inactive negotiation includes receiving a submitted multi-attribute offer from the third party (Fig. 
25; col. 21, lines 8-46 - the user reviews orders on the book for the stock at the selected price 
and selects the name of a trader to negotiate with; it is facilitated by the system because the 
multi-attribute offer is on the books, available to the user for viewing, it is received by the user 
because it is there for him to select and utilize); automatically dropping the first active 
negotiation between the first party and the second party based on one or more rules relevant to 
the multi-attributes (Fig. 25; col. 21, lines 8-46- the negotiation is automatically dropped 
between the first and second party because the system automatically removes the bid as soon as 
the user selects the send order to the contra party); facilitating a second active negotiation 
between the first party and the third party (Fig. 25, col. 21, lines 8-25; a negotiation between the 
first and the third party, i.e. the trader the selected trader, is facilitated by the software permitting 
input of the offer, showing Negotiation on the master screen, transmitting the offer to the other 
party's work station where it is highlighted and providing options for the other party regarding 
the offer and transmitting their response back to the user, which repeats until the negotiation is 
completed or canceled); and facilitating a second inactive negotiation between the first party and 
the second party (Fig. 25 - the system facilitates a second inactive negotiation between the first 
party and the second party by showing the negotiation in the open negotiations window on the 
master trade screen highlighted in yellow; in an order book system this allows the trader to make 
a decision, i.e. whether to change it or stay put, regarding his best bid thus facilitating a second 
inactive negotiation). 
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Buist does not disclose receiving an indication of an acceptable negotiation and sending a 
message requesting the final offer but Ferstenberg discloses receiving an indication of an 
acceptable negotiation associated with the second active negotiation, the indication of an 
acceptable negotiation indicating that the third party has one last chance to submit a final multi- 
attribute offer (col. 23, lines 14-23); and sending a message to the third party requesting the final 
multi-attribute offer (cols. 13-14, line 58 to line 6). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to utilize the indication of acceptable negotiation and the message requesting the offer 
as taught by Ferstenberg into the system of Buist because it would provide e-agent programs that 
generate counter-offer messages representing acceptance of the total amounts of commodities 
offered in the immediately preceding offer messages received fi-om the intermediary program. 

As per claims 33 and 47, Buist discloses the first active negotiation includes updating a 
first negotiation object (Fig. 25, col. 21, lines 8-21 - counter offer Best Bid and Offer Shown in 
the Order Book) 

As per claims 34 and 48, Buist discloses the first active negotiation includes updating a 
second negotiation objection (rejection of the counter offer Best Bid and Offer Shown in the 
Order Book by removal from the order book). 

Claims 35 and 49 is rejected for the same reasons set forth in claims 32 and 46. 

Buist discloses electronic methods for bilateral negotiation of stock trades. The size of 
the genus is small, user-to-user trades, in the bilateral sense, as one stock is being traded, the 
only teaching go to bilateral trading, switchable bilateral trades and although not specifically 
discussed, perhaps concurrent bilateral trades. He specifically teaches the species of switchable 
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bilateral negotiations so that a user may negotiate for a better price in a stock during a user-to 
user trading of the preferred embodiment. Col. 21, lines 8-41 . The structural similarities are set 
forth above and meet the limitations of the claims, as do the teachings of similar properties. 
Applicant has provided no teachings of uses for sv^itchable bilateral negotiations. Negotiations 
have been around since the beginning of time and this is one variation. It is a computerized 
version and a result whether formation or rejection of the negotiation is predictable. Thus, it 
would have been obvious to one of ordinary skill in the art at the time of the invention to have 
utilized the computer readable medium switchable bilateral method as taught in Buist for the 
expHcit reasons discussed herein above. 

4. Claims 32-36, 38, and 44-53 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Bigus, et al. (6,085,178). 

As per claims 32, 44-46, 52 and 53, Bigus discloses a machine-readable medium having 
instructions to cause a machine to perform a method of managing a switchable bilateral 
electronic negotiation (cols. 10-11, lines 67-6 and cols 11-16 which incorporates patents 
6,192,354 and 6,401,080 by reference), the method comprising: facilitating a first active 
negotiation between a first party and a second party, wherein the facilitating the first active 
negotiation includes exchanging multi-attribute offers between the first party and the second 
party ('178 - Figs. 7, 8 A&B; col. 11-12, lines 28-3; an active negotiation is faciUtated between a 
first and second party when the agents interact and send offers and response messages back and 
forth); facilitating a first inactive negotiation between the first party and a third party, wherein 
facilitating the first inactive negotiation includes receiving a submitted multi-attribute offer from 
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the third party ('178 - Fig. 7 - Block 132; col. 11, lines 48-51 - the agent may also simply wait 
for incoming offers from other parties, block 142 also performs the functions of processing 
messages from other parties and from the agent manager - by receiving the incoming offers from 
the other parties the method is facilitating inactive negotiation between the first and a third 
party); automatically dropping the first active negotiation between the first party and the second 
party based on one or more rules relevant to the multi-attributes ('178 - Fig. 7 - Block 136; col. 
1 1, lines 65-66; terminating or putting or a wait time - the negotiations would automatically drop 
the first active negotiation between the first and the second party as nothing is happening 
between the parties at this time); facilitating a second active negotiation between the first party 
and the third party ('080 - col. 9, lines 58-63 - teaches that negotiations may be conducted with 
more than one party at a time using separate execution or other context switching mechanism 
including during a wait period, i.e. bilateral switching; cols. 9-10 - teaches that one or more of 
the operating parameters of the routine are randomized and/or constrained to improve the 
negotiation performance of the agent in order to limit unproductive negotiations, including offer 
duration - another switching mechanism defined by Applicant; col. 9, lines 29-32 teaches that if 
the negotiation is complete the agent is free to seek out other parties with which to negotiation, 
i.e. switch.); and facilitating a second inactive negotiation between the first party and the second 
party ('401 - Figs. 11-14 teach facilitating a second inactive transaction between the first party 
and the second party; see also col. 10, lines 26-61 - as the negotiation may be in a wait time and 
negotiations with the party proceeding, i.e. switched). Bigus discloses intelligent agents utilized 
for electronic negotiations. The size of the genus is small, in the bilateral sense, as one stock is 
being traded, the only teaching go to bilateral trading, switchable bilateral trades and concurrent 



Application/Control Number: 09/426,410 Page 7 

Art Unit: 3627 

bilateral trades. The structural similarities are set forth above and meet the limitations of the 
claims, as do the teachings of similar properties. Applicant has provided no teachings of uses for 
switchable bilateral negotiations. Negotiations have been around since the beginning of time and 
this is one variation. Switchable bilateral negotiations are particularly useful in a scarce market, 
for bid shopping, in mergers and acquisitions, in complex negotiations, and in situations where a 
user does not want to devote vast resource to multiple negotiations over the same product. It is a 
computerized version and a result whether formation or rejection of the negotiation is 
predictable. 

Bigus does not disclose receiving an indication of an acceptable negotiation and sending 
a message requesting the final offer but Ferstenberg discloses receiving an indication of an 
acceptable negotiation associated with the second active negotiation, the indication of an 
acceptable negotiation indicating that the third party has one last chance to submit a final multi- 
attribute offer (col. 23, lines 14-23); and sending a message to the third party requesting the final 
multi-attribute offer (cols. 13-14, line 58 to line 6). 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to utilize the indication of acceptable negotiation and the message requesting the offer 
as taught by Ferstenberg into the system of Bigus because it would provide e-agent programs 
that generate counter-offer messages representing acceptance of the total amounts of 
commodities offered in the immediately preceding offer messages received fi:'om the 
intermediary program. 
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As per claims 33 and 47, Bigus discloses the first active negotiation includes updating a 
first negotiation object ('178 - col. 11, lines 5-6 and line 65 - acceptance or rejection of an 
outstanding offer stored in the transaction history database) 

As per claims 34 and 48, Bigus discloses the first active negotiation includes updating a 
second negotiation objection (('178 - col. 11, lines 5-6 and line 65 - response that is sent back 
and decoded by agent manager, i.e. counter offer stored in the transaction history database). 

Claims 35 and 49 are rejected for the same reasons set forth in claims 32 and 46. 

As per claims 36 and 50, Bigus does not exphcitly disclose facilitating an inactive 
negotiation or an active negotiation wherein the submitted muUi-attribute offer is greater than a 
most recent submitted multi-attribute offer fi'om the second party associated with the first active 
negotiation. However, as set forth above, Bigus discloses that teaches that negotiations may be 
conducted with more than one party at a time using separate execution or other context switching 
mechanism including during a wait period, i.e. bilateral switching; teaches that one or more of 
the operating parameters of the routine are randomized and/or constrained to improve the 
negotiation performance of the agent in order to limit unproductive negotiations, including 
computation of offer price and offer duration - another switching mechanism defined by 
Applicant; and that if the negotiation is complete the agent is fi-ee to seek out other parties with 
which to negotiation, as set forth above. Bigus does disclose that one or more operating 
parameters of the routine are randomized and/or constrained to improve the negotiation 
performance of the agent in order to limit unproductive negotiations, including computation of 
the offer price ('080 - cols. 9-10, lines 64-10). Thus, one context switching 
mechanism/operating parameter of the routine that could be randomized would be a rule 



Application/Control Number: 09/426,41 0 Page 9 

Art Unit: 3627 

allowing switching of active negotiation only when a competing offer improves upon a previous 
offer by a predetermined amount. It would have been obvious to one of ordinary skill in the art 
at the time of the invention to have added such a rule to the Bigus agent for such a rule would 
limit unproductive negotiations, eliminate non-serious third parties from the system, ensure that 
the "buyer' was receiving as good a deal as the agent designer believed possible, i.e. maximizing 
profits, and would enhance the efficiency of the overall negotiation process. 

As per claims 38 and 51, Bigus discloses wherein facilitating the first active negotiation 
includes receiving a retraction of an offer associated with the first active negotiation and 
retracting the offer associated with the first active negotiation ('080 - Timer expired; col. 9, lines 
23-32 - retraction = withdraw). 

Response to Arguments 

5. Applicant argues that the combination of Buist and Ferstenberg fails to establish a prima 
facie case for obviousness and that there is no motivation to combine Bigus' disclosure with that 
of Ferstenberg. In response to applicant's arguments, the examiner recognizes that obviousness 
can only be established by combining or modifying the teachings of the prior art to produce the 
claimed invention where there is some teaching, suggestion, or motivation to do so found in the 
references themselves or in the knowledge generally available to one of ordinary skill in the art. 
See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 
21 USPQ2d 1941 (Fed. Cir, 1992). Furthermore, Applicant argues that the Examiner appears to 
have taken a desired end result from the Applicant's claims and that is an impermissible 
hindsight based on the disclosure of Applicant. In response to the hindsight reasoning, it must be 
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recognized that any judgment on obviousness is in a sense necessarily a reconstruction based 
upon hindsight reasoning. But so long as it takes into account only knowledge which was within 
the level of ordinary skill at the time the claimed invention was made and does not include 
knowledge gleaned only from the applicant's disclosure, such a reconstruction is proper. See in 
re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 1971). 



6. Any inquiry concerning this conununication or earlier conmiunications from the 
examiner should be directed to Ronald Laneau whose telephone nxmiber is (571) 272-6784. The 
examiner can normally be reached on Mon-Fri from 8:30am - 6:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Alexander Kalinowski can be reached on (571) 272-6771. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 




Ronald Laneau 
Primary Examiner 
Art Unit 3627 
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